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REMARKS 

This supplements the amendment filed October 24, 

2008, by adding new claim 28. Negative limitations such as 

the recitation of "excluding a polypeptide having an amino 

acid sequence of SEQ ID NO: 2" in new claim 28 is permissible. 

As stated in MPEP 2173.01: 

A fundamental principle contained in 35 
U.S.C. 112, second paragraph is that 
applicants are their own lexicographers. 
They can define in the claims what they 
regard as their invention essentially in 
whatever terms they choose so long as 
**>any special meaning assigned to a term 
is clearly set forth in the specification. 
See MPEP § 2111. 01. < Applicant may use 
functional language, alternative 
expressions, negative limitations , or any 
style of expression or format of claim 
which makes clear the boundaries of the 
subject matter for which protection is 
sought. As noted by the court in In re 
Swinehart, 439 F.2d 210, 160 USPQ 226 

(CCPA 1971), a claim may not be rejected 
solely because of the type of language 
used to define the subject matter for 
which patent protection is sought. 

(emphasis added) 

MPEP 2173.05 (i) on Negative Limitations further 

states : 

The current view of the courts is that 
there is nothing inherently ambiguous or 
uncertain about a negative limitation. So 
long as the boundaries of the patent 
protection sought are set forth 
definitely, albeit negatively, the claim 
complies with the requirements of 
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35 U.S.C. 112, second paragraph. Some 
older cases were critical of negative 
limitations because they tended to define 
the invention in terms of what it was not, 
rather than pointing out the invention. 
Thus, the court observed that the 
limitation "R is an alkenyl radical other 
than 2-butenyl and 2 , 4-pentadienyl " was a 
negative limitation that rendered the 
claim indefinite because it was an attempt 
to claim the invention by excluding what 
the inventors did not invent rather than 
distinctly and particularly pointing out 
what they did invent. In re Schechter, 205 
F.2d 185, 98 USPQ 144 (CCPA 1953) . 

A claim which recited the limitation "said 
homopolymer being free from the proteins, 
soaps, resins, and sugars present in 
natural Hevea rubber" in order to exclude 
the characteristics of the prior art 
product, was considered definite because 
each recited limitation was definite. In 
re Wakefield, 422 F.2d 897, 899, 904, 164 
USPQ 636, 638, 641 (CCPA 1970) . In 
addition, the court found that the 
negative limitation "incapable of forming 
a dye with said oxidized developing agent" 
was definite because the boundaries of the 
patent protection sought were clear. In re 
Barr, 444 F.2d 588, 170 USPQ 330 (CCPA 
1971) . 

Any negative limitation or exclusionary 
proviso must have basis in the original 
disclosure. If alternative elements are 
positively recited in the specification, 
they may be explicitly excluded in the 
claims . See In re Johnson, 558 F.2d 1008, 
1019, 194 USPQ 187, 196 (CCPA 1977) 
("[the] specification, having described 
the whole, necessarily described the part 
remaining.") . See also Ex parte Grasselli, 
231 USPQ 393 (Bd. App . 1983), aff'd mem., 
738 F.2d 453 (Fed. Cir. 1984) . (emphasis 
added) 
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Favorable consideration and allowance are 
respectfully solicited. 

Respectfully submitted, 

BROWDY AND NEIMARK, P.L.L.C. 
Attorneys for Applicant (s) 

By /ACY/ 

Allen C. Yun 
Registration No. 37,971 

ACY:pp 

624 Ninth Street, N.W. 
Washington, D.C. 20001 
Telephone No.: (202) 628-5197 
Facsimile No.: (202) 737-3528 
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